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REMARKS 

Entry of the foregoing, reexamination and reconsideration of the application 
identified in caption, as amended, pursuant to and consistent with 37 C.F.R. § 1.112, and 
in light of the remarks which follow are respectfully requested. 

Claims 2, 12, 25, 38, 43 and 48 have been amended in response to issues raised in 
the Office Action. Claim 51 has been added. Claims 1-51 are now pending in this 
application. 

Claims 1-50 have been rejected under 35 U.S.C. §112, second paragraph, for 
reasons set forth in paragraph 1 of the Office Action. Reconsideration of the rejection is 
requested in view of the following comments. 

According to Section 2173.02, MPEP, the Examiner's focus during examination of 
claims for compliance with the requirements of 35 U.S.C. §112, second paragraph, is 
whether the claim meets the threshold requirements for clarity and precision. Definiteness 
of claim language is analyzed in light of the disclosure and the interpretation given by those 

of ordinary skill in the art. 

The Office Action objects to the words "high" and "low" as being subjective. The 
word "high" is used in conjunction with the word "gloss". High gloss is defmed on page 2, 
lines 24-28 of the disclosure. The word "low" is used in conjunction with the word 
"liposolubility". Low liposolubility is defined on page 18, lines 10-11, i.e., sparingly 
soluble or insoluble in the media used in the octanol test. The words "high" and "low" are 
defined in the disclosure and their meaning would be clearly understood by those skilled in 
the art. Therefore, the scope of the claims is submitted to be clear and definite. 
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The dependencies of claims 38 and 48 have been corrected. Applicants appreciate 
the Examiner's attentiveness in calling this matter to their attention. 

The words "solid" and "non-solid" have been objected to because "Applicants have 
failed to specify the conditions under which the physical states exist." These terms are 
discussed on page 18, lines 3-13 of the disclosure and it is clear from the disclosure that the 
word "solid" and "non-solid" are used by Applicants in the normal sense as defined in any 
dictionary, i.e., a material which is of a definite shape (solid) or one which is not of 
definite shape (i.e., liquid or gas). Applicants respectfully submit that those of ordinary 
skill in the art would have no problem in understanding the scope of these terms. 

Claim 12 has been rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite for reasons set forth in paragraph 2 of the Office Action. Applicants submit that 
the claim in its amended form is free of the objection raised in the Office Action. 

Claims 15, 16, 41 and 42 have been rejected under 35 U.S.C. §112, second 
paragraph, as indefinite for reasons set forth in paragraph 3 of the Office Action. Claims 1 
and 25 include, inter alia, an isocyanate which is at least partially masked by one or more 
masking agents. Claims 15-16 and 41-42 describe the feature wherein an additional masked 
isocyanate is present, i.e., one having a specified polymethylene chain. Applicants 
respectfully submit that the scope of the claims is clear and definite. 

Claims 2 and 25-50 have been rejected under 35 U.S.C. §112, second paragraph, as 
being indefinite for reasons set forth in paragraph 4 of the Office Action. Applicants 
respectfully submit that these claims as amended, are free of the objections raised in the 
Office Action. 
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Claims 2 and 43 have been rejected under 35 U.S. C. §112, second paragraph, for 
reasons set forth in paragraphs 6 and 7 of the Office Action. It is submitted that these 
claims in their amended form are free of the objections raised by the Examiner. 

Claims 1-50 have been rejected under 35 U.S.C, §112, first paragraph, for reasons 
set forth in paragraph 8 of the Office Action. Reconsideration of this rejection is requested 
in view of the following. 

A determination of the propriety of a rejection based on the scope of a claim relative 
to the scope of enablement involves two stages of inquiry. The first is to determine how 
broad the claim is with respect to the disclosure considering the entire claim. The second is 
to determine if one skilled in the art is enabled to make and use the entire scope of the 
invention without undue experimentation. Section 2164.08, MPEP. With these principles 
in mind, it is clear that the Summary of the Invention in its broadest aspect is discussed on 
page 4 lines 2-8 of the disclosure and is set forth in claim 1 . Applicants submit that those 
of ordinary skill in the art would be able to practice the invention as defined in claim 1 
from the description in the disclosure. The additional features discussed on page 4, lines 9- 
26 relate to preferred embodiments of the invention. Features of an invention which are 
merely preferred are not considered critical. In re Goffe, 542F.2d, 564; 191 USPQ 429 
(CCPA 1976). The use of an isocyanate having a glass transition temperature of about 
20°C or more is merely a preferred embodiment of the invention as discussed in the 
disclosure. No reasons have been given in the Office Action as to why those of ordinary 
skill in the art would be unable to understand and practice the invention as defined in claims 
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1 and 25 as presently amended. Accordingly, withdrawal of this rejection is respectfully 
requested. 

Paragraph 5 of the Office Action comments on the lack of an English abstract for a 
publication submitted in the Information Disclosure Statement filed January 16, 2001. To 
complete the record, Applicants are submitting herewith a copy of an English language 
abstract of German Patent No. DE 3232463. 

In view of the above amendments and remarks. Applicants submit that this 
application is now in allowable condition. An early and favorable indication to that effect 
is earnestly solicited. 



Respectfully submitted, 



Burns, Doane, Swecker & Mathis, L.L.P. 



By: 



George F. Lesmes 
Registration No. 19,995 




P.O. Box 1404 

Alexandria, Virginia 22313-1404 
(703) 836-6620 



Date: October 16, 2001 
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Marked-up Claims - 



2. (Amended) The composition according to claim 1, [wherein the] having a 
content of tinll salts [is] lower than 0.4% by weight, and having a c arboxvlic acid function 
with the proviso that, when carboxylic acid ina [which is] free form or m the form of a salt 
[is] has an acid number greater than 30 [mg KOH/g], the amine content is less than 0.6% 
(equivalent) of the total isocyanate function (masked and free). 

12. (Amended) The composition according to claim [1] 9, having a particle size 
wherein a d80 is about 200 micrometers or less, and a dlO is about 20 micrometers or 
more. 

25. (Amended) A composition useful for obtaining a high gloss coating, 
comprising: 

an isocyanate which is at least partially masked by one or more masking agent, 
having a glass transition temperature of about [20°C] 10°C or more; and 

a polyol having a glass transition temperature of about 40°C or more, a hydroxy 1 
number of 20 [mg KOH/g] or more and an average molecular weight Mn of about 500 
g/mol or more; 

wherein at least one of the following conditions apply: 



the composition further comprises a carboxylic acid function, with the 
proviso that, when the carboxylic acid function which is free or in the form 
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Attachment to Amendment dated O ctober 16. 2001 
Marked-up Claims - 

of a salt, [is] has an acid number greater than 30 [mg KOH/g], the amine 
content is lower than 0.6% (equivalent) of the isocyanate (masked and free); 
the composition is essentially free of an esterification catalyst which is solid 
and/or non-liposoluble; 

the composition is essentially free of a matt-effect wax; and 
the composition further comprises a liposoluble catalyst. 

38. (Amended) The composition according to claim [35] 25, said composition 
being in the form of a powder having a particle size wherein a d90 is about 200 
micrometers or less. 

43. (Amended) The composition according to claim 25, wherein the glass 
transition temperattire (Tg) of the isocyanate is greater than [10°C] 2Q!£- 

48. (Amended) A paint composition comprising the composition according to 
claim [23] 25, wherein the paint is a high gloss paint. 
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